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REMARKS 



Status of th9Cla!ni& 

The llmftalion of claims 3 and 15 have been incorporated into claim 1 (claims 3. 4. 6, 15 and 16 
have resultingly been cancelled). Claim 7 has been amended to correct a typographical error. Entry of 
the amendment is believed to reduce the number of Issues for any potential Appeal Brief and does not 
raise new issues as there limitations were part of dependent claims previously considered by the 
Examiner. 

Claims 1 , &, 7, 8. 10-13, 17 and 18 are still pending. It is believed that no new matter hss been 

added. 



35 C/.S.C. § 112, first paragraph rES/octfon 

(1 ) The applicants attach to this response, copies of the references cited with respect to the terms 
'average roughness R^** and "average depth of roughness Rz". The portion from the applicants 
previous response Is reproduced t)elow: 

"The Examiner is con-ect tfiat the terms 'average roughness Ra' and 'average depth of roughness 
Rj'; are defined v*rith reference DIN 4768. 

Annexed hereto the Examiner will find copies of the following documents: 

1 . Hommel Tester T500 - Technical specifications, which indicates surface evaluation 
parameters Ra and R^. measui^ according to DIN 4768 and ISO 4287 (thereby indicating 
that DIN 4768 corresponds to ISO 4287); 

2. CARSGALS Catalog 45701 0 (XRSEALS'^) - Shaft requirements, which refers to R^ {DIN 
4768), provides an illustration and formula 

3. TECHNISCHE DARSTELLUNG, UNIVERSITAT SIEGEN. which provides drawings and 
formulae of both R^ and R^ (obtained over the Internet). As this is written in Gentian, a brief 
translation is in order: 

(a) "Ennittlung der Rauheitskenngr5lien Ra» R^, R™ mit elektrischen Tastschnittgcraten 
(Auszug)" - Determination of roughness Ra, Rz, R™ with electric test device (Abstract) 

(b) "Bild 1 : Arithmetlscher Mfttenrauwert Re'' - Figure 1 : average roughness Ra 
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(c) ^'Blld 2: Qemiltelte Raufefe - Figure 2: average deplh of roughness (average peak to 
valley height) 

(d) "Vorlaufstrecke" - start-up length 

(e) "Nachlaufstrecke" - stop length 

From these documents, the Examiner will see that the expressions 'average roughness Rg and 
'average depth of roughness Rz' are well-kncwn to those skilled in the art, and their precise 
meaning is known from the Intematlonal standard DIN 4768. 

Tlie definition of said terms is therefore well known, and the objection to the specification should 
be wilhdrawn. 

While the applicants are perfectly willing to submit the above information, even in its absence, it is 
noted that this merely confirms what is already known by those of ordinary skill in the art* i.e. there 
is no new description or clarification of the applicants Invention. 

(2) The applicants are unclear as to the basis for the Examiner's rejection with regard to the previous 
inclusion of the phrase "according to Figure 2©" as In the first action on the merits, this portion of 
the rejection was included as part of a written description rejection but in the final rejection, the 
Examiner held that it was * ..still clearly non-enabling." 

Regardless of whfch rejection was intended, there was never a figure 2a as part of the application 
and this typographical error was deleted. One of ordinary skill in the art would be able to figure 
out that the plates described in Example B were produced in the manner described in Example A 
with the only difference being that four different roughnesses were set as is indicated in the 
"Result* table on page 10 and that specimen 2a corresponds to 2a cited in the "Result" table of 
Example A. Given the high burden ptaced on the Examiner to establish lack of written description 
(MPEP 2163 - There Is a strong presumption that an adequate written description of the claimed 
invention is present when the application Is filed or lack of enablemenr) and for establishing lack 
of enablement (I^PEP 2164.01 (a) - consideration of the Wands factors), the applicants hold that 
the claims are adequately described and enabled. 
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35 § 112, second paragraph rejection 

The applicants have corrected the typographical error for claim 7. After reviewing the IFW for this 
application, the Examiner is correct about the errors in spelling with regard to claims 1 1 and 18, However, 
this error appears to have occurred during the facsimile process as the applicants' file copy of the 
amendment faxed to the Examiner on 2 February 2004 does not contain the alleged typographical errors, 
i.e; there was no intended amendment for these terms as they were previously presented in the second 
preliminary amendment of 28 February 2002, 

35 U,S.a 103(a) rejections 

Claims 1 , 3-13 and 15-18 were rejected as tieing obvious over LOhmann et al. (U.S. Patent 
6,138.397 - hereafter referred to as "LOhmann"). 

The applicants and the Examiner appear to have a fundamental disagreement as to whether a 
prtma facie case of obviousness have been made with respect to LOhmann. The applicants respectfully 
submit that such a case has not been made. 

The ultimate determination whether an invention would have been obvious under 35 U.S.C. § 103 
Is a legal conclusion based on underlying findings of fact (see In n? Kotzab, 217 F.3d 1365, 1369. 55 
USPQ2d 1313, 1316 (Fed. Cir, 2000). As the Examiner acknowledges, the applicants' claimed Invention 
differs from Lohmann with respect to the range of average roughness. However, the Examiner attempts 
to establish equivalency between the disclosure in LCihmann of "low stick and slip friction" and the 
applicants' teaching of average roughness. However, there is no factual basis which supports the 
Examiner's beliefs and suppositions about this type of equivalency. 

LOhmann's later disclosure that reduction of frictjgnal forces can be achieved by use of a low- 
energy plastic surface appears at best to be unrelated to the applicants* current teaching of roughness in 
their claimed self-adhesive device and is more likely to be viewed as a teaching away as LOhmenn 
appears to Indicate a teaching towards reducing roughness rather than Introducing roughness In 
Luhmann's claimed device, i.e. as previously stated, use of low-energy plastic surfaces appears to direct 
one of ordinary skill in the art to the use of smoother surfaces. 

Even if equivalency between *'low stick and slip fdction" and the applicants average roughness 
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could have been established, the applicants' broadest claim establishes a distinct limitation with regard to 
the range of average roughness, Ra, and there Is no factual evidence that supports the proposition that this 
range Is overlapped or would be rendered obvious given the teachings of LOhmann, 

In addition, MPEP 2143.03 states that "To establish pr/ma facie obviousness of a claimed 
Invention, all claim limitations must be taught or suggested by the prior art." (see also /n r& Royka, 490 
F,2d 981 , 1B0 USPQ 580 (CCPA 1974», The applicants already have asserted that claim 1 is unobvious 
over the prior art, but this would also extend to the various limitations of the dependent claims are even 
further removed from the Luhmann reference, i.e. LQhmann does not teach or suggest (1)average 
roughness R?, Is 2-20 jwm (claim 3 - an even narrower range); (2) has an average depth of roughness Rz 
of 1-150 /um (daim 4); (3) average rougiiness Is produced together with the device by Injection 
molding, or is produced by etching, grinding, embossing or spark erosion (claim 5); (4) the width of the 
area having the average roughness Ra corresponds to or exceeds the width of the adhesive strip, and has 
a depth of 0.5-So mm (daim 6), etc. 

With regard to the Examiner's suggestion that the various limitations are expressly or Inherently 
disclosed, the Examiner has already outlined what has been expressly disclosed and found that several 
limitationB were left wanting in the Luhmann reference and If it is felt that some of the linnitations are 
Inherent, it is Well known that "-.the Inherency of an advantage and its obviousness are entirely different 
questions, Th^t which may be inherent is not necessarily known. Obviousness cannot be predicated on 
what is unknown," In re Spormann. 363 F.2d 444, 44S, 1 50 USPQ 449, 452 (CCPA 1966). 

With regard to the Examiner's assertion that even if the various limitations are not expressly or 
Inherently disclosed, that they are ''...believed to be.,, obvious modlffcatlons to one of ordinary skill [in the 
art].. there again does not appear to be any factual basis for such an assertion. It is well known that 
when the USPtO relies on an express or an implicit show of motivation, il must provide particular findings 
related to its c6nclusionSi and the showing must be clear and particular Broad conclusionary statements 
standing alone are not "evidence", see !n m Dembhzak, 175 F.Sd 994, 999, 50 USPQ2d 1614^ 1617 
(Fed. ar. 1993). 

With regard to the other Luhmann references cited (i.e. U.S. Patents 6,004^665 and 5,897,949), 
these teachings only serve to confirm that those skilled in the art had had a difficult time in achieving 
sufficient bond strength between an adhesn/e composition and a rou^ surface to which the composition 
Is applied. IHoWever, it Is unclear from the Luhmann references whether this problem was solved by their 
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the applicants. Only the applicants' claimed invention specifically directs one of ordinary skill in the art to 
produce the adhesive composition/device with the requisite amount of average roughness. 

Lastly, the applicants' also point to the data presented In page 10 of the spec.ncation ("evidence of 
secondary considerations"), i.e. by properly adjusting the average roughness (Ra) and average depth of 
roughness (R.) within the applicants claimed ranges, the applicants were able to reduce the tear 
frequency to unexpectedly low levels. None of the LQhmann references suggests what the applicants 
have l)een able to accomplish. 

For these reasons, it is believed that pending claims are unobvious over the LOhmann references. 
Cfosing 

ADDlicants also believe that this application is in condition for immediate allowance. However should any 
SSrof fminor ^ remain the Examiner Is respectfully requested to telephone the undersigned at 
telephone number (212) 808-0700 so that the issue{s) might be promptly resolved. 

Respectfully submitted, 
Norrls, McLaughlin & Marcus, P.A. 
By: A4K4/npuL.tff ^ ' Ct^e^ 



Howard C. Lee 
Reg. No- 48,104 



220 East 42""* Street 
30''' Floor 

New York, New York 10017 
(212) 808-0700 



CERTIFICATE OF FACSIMILE TRANSMISSION _ 1 



I hereby certify that the foregoing Amendment under 37 CFR § 1 .1 16 (8 pages total) is being facsimile 
transrnitted to the United States Patent and trademark Office on the date indicated below: 

I GlinsKa 



iransmineu iv uie wnncu ^^vzm^^^ * — 

Da.e: 6 August 2004 By: ^^^^^ 
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HOMMEL 

HOMMEL TESTER T500 - Technical specifications — ^ E R K E 



Surface evaluation parameters 


Ra R? nifsJ Rmiit oer DIN 47^8 and l!^^ 

Ra R? 150 Rt as oer ISO 4267/1 

Ra, Rz, JIS, Hmax JlS as per Japanese standard JIS B601 

Pe as per Euro standard 49 ANSi/ASME B 46.1 ■ 

OPTION : 

Rpk*, Rk, Rvk, Rvk*, Mrl . Mr2 as per DIN 4776/l$0 13565 
* Option applicable for devices without Datasave function- 


Tritarsru'A Hicniisu fnr R? Rm^^x or Rt 




Cut-off lencjths \Q 


?LC(mm) 0,25 0.8 2,5 


Scanning distances as per din 4765 and ISO 4287/1. 


It (mm) 1.5 4,fl 15.0 


Individual measurement distances Ir 


1*5 selectable 


Scanning speed vt 


vt (mm/s) 0,15 0,5 1*0 


The 0.25 mm and Q,B mm cut-offs can be freely 
assiqned to any scanning distance. 




^i^al filter 


Profile filter M1 phase corrector as per din 4777/iSO 11 5^2 


Measurement range 


MR Measuremenx uavel Resolution 

1 *2Q/- SOunrt 10 nm 
+20/'. SOpm 20 nm 

2 +40/. 40pm 20 nm 
+40/-120um 40 nm 


Precision cateqorv 


Class 1 as per DIN 4772 


Srhallest display value 


o.Oi Mm 


Probe position Indicator 


bar indicator and numerical value 


Measurement system 


Mm and pinch 


interface 


Standard VZ4 {RS232). serial 


Power supply 


9 V replaceable batterv witti plugnn mains adapter 


Measurement capacity 


approx. SO measurements at It = 4,8 mm (per battery charge) 


Dimensions (length x width x height) 


1 1 & mm X 56 mm x 62 mm 


Weiaht 


330 0 






Measurement orlnciple 


if^Wi if'^ivu f^rrior frwiiion^v If) V)-l7 

inauciiVc, Uviii^i iicM"*="^y 


Diamond scanning tip 


rnfiii ir C i im nar r)ltvl ATf t~i 

raciius J urn as pci wii* •*/ /z. 


Support strenqth in 0 position 


1,6 mN 


Tip angle 


90 degrees as per DIN 4772 


Skid radius 


length 30 mm, transverse 1,9 mm 


From hole diameter 


4,0 mm, depth 20,0 mm 






Printer type 


Thermal graphics printer 




30 mm/s 


Font size 


2,4x1,3 mm 


Print width 


46 mm 


Paper size 


Paper roll 0 30 mm (paper length appfox.10 m), width 57 mm 


Keyboard 


Touch sensitive kf^yboard with 3-keys (oil resistant) 


interface 


T500 connector caiDie. mains connection adapter 


Paper feed 


via roller in paper shaft 


Recommended operating temperature 
<for optimum print aualitv) 


-1-10 ... +35''C 


Dimensions (width x height x depth) , 


42 mm X 4S mm x 135 mm 


Weight . 


approx- 600 g 


Supply voltage . .. 


100 240V 


fiattery load cyclE 


approx. 2,5 brs, (dlsch^qe and over-charge protection) 


Battery capacity 


1500mAh 



.Subject to change vwthout notice. 



Honr^melwerke GmbH, Alt© Tuttlinger StraBe 20, D-78056 VS-Schwenningen 

Phone +49/(0)77 20/6 02-0, Fax +49/(0)77 20/6 02-1 23, E-Mail: info(&homrnelwerke.de 
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The Shaft Requirements 



Shaft Configurations 

A buit-free charnfer or mdius is requtred as H^^^ 
below (C = chamter depth). 



nm§4 Doriwiij 




Shaft Diameter 



Shaft Diameter 
(inches) 


c 






Up to 4.000 
4,001 to 7.000 
7.0O1 to 40.000 
40.001 and larger 


.125 
.180 
^0 


.188 
.250 
.375 
.SOD . 


,347 
.460 

.702 
.033 


.21ft 

.32$ 
.433 


Shaft Dlaimter 
(Mlitlmetert) 


C 


R 


Prefcrmd Optional 
L@16» Le30' 


Up to 100.0 
100.1 to 160.0 

leoi loiooQ.o 

1000.1 IHKI larger 


26 
3.0 
S.0 

e.$ 


4.5 
6.0 

e.$ 

12.7 


6.5 
11,5 
18.0 
24.0 


4.0 
5.0 
6.0 
11,0 



Shaft Mateilal/Flnldh/HardnetfBS 

Seals perform beol on medium to high carbon steel 
(SAE1035,l045)or8tainle9d$teeL Soltshaftewfmgood 
dimme-platedornjdke^^platedwjr^^ pippeilyfiniahed, 
are also aoceptabte. Soft matsriais such as brass, zJnc, 
alurr^num. magnesium orplastics ^r^e not recommended 
except at low flufface speeds Qes^ than Q.50 M/S 100 
FPM>andd|ean environments. Sh^ftsshouM behardened 
to Rockwell C30orhighertopneiventhandllngdamegeor 
abreeivewear. 

For opDmirm sealing perfbmiance, new' Industry 
r^searx:h lecommends that aeal countei^urf^ces should 
be plunge ground to 9-17 tvAato fndiea RA rouc^iness 
(0^3-0.43 mIcro-metBra) with a machine lead angle of 
010^05 degrees. However, shaft finish may stitl be a 
cau9e of deal faihiro even when this standard is hold 
within the limit. This la because Ra does not descfibe 
ttie surface profile. Within the same Ra value, the shaft 
surface may have very different profiles. 




To fully characterize the shaft surface, two additional 
parameters should be observed: 

R2 (DIN) - Average peak to valley height. 

The arithmetic average of the maximum peak- 
to-valley height of roughness values Z1 to Z5 
within five consecutive sampling lengths (le) 
over the assessment length of the filtered 
profile. (According to DIN 4768/1) . 




Rpm 



- Average peak to mean height. 
The arithmetic average value of the five 
singles highest peeks above the mean Pne 
Rp1-Rp5, similar to the Fz (DIN) definition 
specified In DIN 4768. (According to DIN 
4762/1 E. ISO/DIS 4287/1 ) 
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The Shaft Requirements-<Cont) ^srOtO 




Further* to avoid difitortlon$ of the measurement, the 
cut-off or assessment length has been shortened from 
0.762mm (.030 inch) to .254mm {,010 inch). An M1 
fitter should be used. The new standard also sp^fcifies 
a shaft lead of;<0±0,05 degrees as well as other 
crItEerIa as shown In the chart below: 

Shaft Recommendations for 
Non-Hydrodynamic Seals 





Shaft Manufacturing Methods 


Ground 










Shaft Load 


<K£aD6 


^0.05 








Grinding 
Chatter 


No grtedno thnnsr oltowsd ' 45 cyc4tt 


RMjndh«ft« 

■ 


Oul df Roundlrwoa must b« Im than o.dOS08 mm (0.0002 inch) 
«nd fl mtnimum THimiier of lobts. 




M«Klniumor7MKiiiitC>,O0254mm(C.QO0i Inch) 


Suftace 

Rnish 


pfTi^.SO-1.2S^ffl(a(^50^n) Mimtmr & 0^S4mmC0.Q101n) OutofT 



Signtflcantly , hydrodynamfc seals were found to be 
less sen sitive to shaft lead and finish . The study group 
of 204 seals Included 1 1 0 CR Waveseds, There were 
no failures of the Wiaveseals while 88 of 94 plarn 
trimmed tips experienced failure, 

iShaft Eccentricity 

Two types oirshaft eccentricity effect sealperfbmiance; 
bolh must be considered. 

- SHAFT-TO-BORE MISALIGNMENT (STBM) -The 
amount by which the shaft is off center with respect to 
the bore*s center. Shatt-to-boremSsatignment is caused 
by machining and assembly Inaccuracies. To mea- 
sure, attach a dial Indicator to the shaft (between the 
shaft and bone), rotate the shaft and read the indicator. 
STBM is half of tiie Total Indicator Reading (TIR), 
• DYNAMIC RUN-OUT (DRO)- The amount by which 
the shaft does not rotate around the true center. 
Misalignments shaft bending. lackofshaftbQlance and 
other manufacturing fnaccuredes are common caus- 
es. To measurei slowly rotate the shaft and read the 
total movement (TlR) of a dial Indicator attached to the 
bore and held against the side of the shaft. 

For specrfic limitatlQns, see the Recommended 
Operating Conditions Charts for small diameter seals 
<page 16A) and large diameter seals (page ISA). 



Shaft Speed 

M^mum speedster effective seal operation depend 
on shaft finish, pressure, temperature, eccentricity, 
lubricant or fluid being retained, seal type and other 
conditions. Forexample, shaftspeedsmay beincreased 
when shaft finish ts Improved or eccsentority (dynamic 
nin-out) is reduced. 

Surface speed sit the contact point between the seal 
and shaft expressed m PPM (feet per minute) generally 
is abetter measureforseal 6etecfionthan RPM (revoluflona 
per minute) See chart on pg. 363 Ibr conversions. For 
maxirfHim speeds by seal lype, refertofliechartsonpgs. 
16A-19A. 

Shftft Tolerance 

For satlsfactoiy sealing performance, be, suns the 
shaft diameter is within the tWlofwing RMA and ISO 
recommended tolerances. 

IncfuBs 

Up to and inducOng 4.000 - ±.ao3 

4.001 to 6,000 : * : : ^= 004 

6.001 to 10.000 , *.005. 

10.001 and lamer ±-00^ 



MiinmAtofB 



Nonrenal Shaft Dliimetflr(lSO h11) 


Tvlsnince 




4-0.000 


Over 6 to 10 


- 0,090 


Over 10 to 18 


tm 


O.DOO 


Ovens to 30 


- 0.130 




+ 0-000 


OverSOtoSO 


- 0.160 




+ 0.000 


Ov«r50to80' 


- 0.190 




+ o.boo 


OvBr80to120 


- 0^20 




4-O.QOO 


Over 120 to 180 


- 0^50 




4; 0,000 


OvBr180io250 


- 0^90 




+ 0.000 


Over250tD3l5 


- Q.920 




+ o.ooo' 


OVfir3l5to400 


- 0.360 




+ 0.000 


Over 400 to SOO 


- 0*400 




4- 0,000 


bver5b0toB30 


- 0.440 




4-0.000 


Over630to80D 


- 0.500 




4' 0.000 


Over 800 Id 1000 


- aseo 




-f 0.000 


Over 1000 to 1250 


- 0,660 




+ 0,000 


Over 1250 to 1600 


• 0.780 . 
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DIN EN ISO 4287: Ermlttlung der Rauheitekenngra&eh Raf Rs, 
Rmax mit elektrischen Tastschnittgeraten (Auszug) 

Begriffe, Messbedingungen ' \ 



Im 



Bild 1: Arithmetischier Mitlenrauhwert Ra 




Vorlaufslrecke Nachlaufstrecke 

Ri = J(Z,+Z2*Z3+Z4+25) 



Blld 2: Gemittelte Rauhtiefe Rz 
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